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Status 

1 )^ Responsive to communication(s) filed on 30 May 2008 . 
2a )^ This action is FINAL. 2b)\Zl This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1,2,5-7,9-11 and 16-22 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 1,2,5,7,9-11 and 16-22 is/are rejected. 

7) ^ Claim(s) 6 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 
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DETAILED ACTION 
Response to Arguments 

1. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. 1,2, 5-7, 9-1 1 and 16-22 are presently pending in the instant application. 

Claim Rejections - 35 USC §112 

3. The rejection of claims 9-11, 17 and 19-21 under 35 U.S.C.112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention, is withdrawn in response to 
Applicant's amendment filed 5-30-08. 

Claim Rejections - 35 USC § 102 

4. The rejection of claims 1, 5, 9-11, and 19-22 under 35 USC 102(b) is withdrawn 
in response to the observation that the compounds of Iversen et al. are 
phosphorothioate modified oligonucleotides, and do not comprise an additional 
phosphodiester region at the 3' terminus of the oligonucleotide as set forth in formula III 
of the instant application. 

Claim Rejections - 35 USC § 103 

5. Claims 1-2, 5, 7, 9-11, 17-20, and 22 remain rejected under 35 U.S.C. 103(a) as 
being unpatentable over Uhlmann et al. and Nielsen et al. in view of Norton et al. (1996) 
and Mata et al., for the reasons of record. 

6. Applicant's arguments filed 5-30-08 have been fully considered but they are not 
persuasive. First, Applicant's argued that because the prior rejection under 1 03(a) over 



Application/Control Number: 09/817,387 Page 3 

Art Unit: 1633 

Uhlmann et al. in view of Norton et al. (1996) and Mata et al., tliat tliis was implicit 
acl<nowledgement tliat applicant was persuasive in overcoming the prior rejection. 
Contrary to Applicant's assertions, the prior rejection was withdrawn in order to add the 
Nielsen et al. reference in order to strengthen the examiner's position. Furthermore, 
Applicants argued that the basis of the instant rejection relies upon the issue whether 
the addition of Nielsen et al. adds disclosure that renders applicants claims obvious or 
whether Nielsen et al. is merely additive to the disclosure of the previously cited 
references in the withdrawn rejection. Applicants concluded that Nielsen et al. does not 
cure the combination of the previously cited references. Specifically, Applicants argued 
that the combined references do not teach that "n is at least 10 and not more than 20, 
and p is at least 3 and not more than 17." According to Applicants, at page 16 of the 
reply filed 5-30-08, the difference in the number of oligonucleotides cited in the prior art, 
in comparison to that set forth in the instant claims "are the crux of applicant's 
invention." Applicants further argued that they reviewed Norton et al. and did not find an 
oligonucleotide of 15 nucleotides as suggested by the examiner. A full length copy of 
Norton et al. will be forwarded to Applicants; the table set forth on page 616 of this 
reference clearly sets forth telomerase binding oligonucleotides of at least 15 
nucleotides in length. 

Absent evidence of unexpected results, it would have been obvious to the 
ordinary skilled artisan to combine the teachings of the above-cited references in the 
design of the present invention. Absent evidence of any unexpected results, one of 
ordinary skill in the art would have been motivated to make the oligomers of the present 
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invention to comprise wlierein n is at least 10 and not more tlian 20, and p is at least 3 
and not more than 17, since the Uhlmann et al. clear teach that chimeric PNA/DNA 
oligonucleotides or any sequence can be readily prepared, and Norton et al. discloses 
the nucleotide structure of an oligomer (15 base pairs in length; i.e. satisfying n and p) 
that recognizes the RNA component of human telomerase and inhibits the activity of the 
enzyme. Absent evidence of unexpected results, since the general conditions of the 
claimed invention are disclosed in the prior art, the recitation of the limitations "wherein 
n is at least 10 and not more than 20, and p is at least 3 and not more than 17," merely 
represents a difference of merely a design choice. 

7. Arguments of counsel may be effective in establishing that an examiner has not 
properly met his or her burden or has otherwise erred in his or her position. However, it 
must be emphasized that arguments of counsel alone cannot take the place of evidence 
in the record once an examiner has advanced a reasonable basis for questioning the 
disclosure. See In re Budnick, 537 F.2d at 538, 190 USPQ at 424; In re Schuize, 346 
F.2d 600, 145 USPQ 716 (CCPA 1965); In re Cole, 326 F.2d 769, 140 USPQ 230 
(CCPA 1964). 

Conclusion 

8. Claim 6 remains objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 



Application/Control Number: 09/817,387 Page 5 

Art Unit: 1633 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of tlie extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning tliis comnnunication or earlier comnnunications from tlie 
examiner sliould be directed to Janet L. Epps-Ford wliose teleplione number is 571- 
272-0757. Tlie examiner can normally be reached on M-F, 10:00 AM through 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Janet L. Epps-Ford/ 
Primary Examiner 
Art Unit 1633 



JLE 



